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DETAILED ACTION 

Cla im Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 16 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 16 recites steel conforming to a Japanese Industrial Standard, which is 
indefinite because the standards are subject to change over time, thus making unclear 
what the material which conforms to the standard. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takemura et al (US Patent 6,440,232) in view of Takemura et al (US Patent 6,224,688). 

The term "transmission component" is being treated under its broadest 
reasonable interpretation. Herein, transmission component is being treated as a 
component capable of transmitting a force. 

The preamble recites intended use of the device and introduces no structure to 
the device. The preamble is deemed to end with the phrase, "said component having", 
with all previous language reciting the intended use environment of the device. 
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"The preamble is not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the 
claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone." See In re Hirao, 535 F.2d 67, 
190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
(CCPA 1951). 

Takemura 1 232 discloses a rolling bearing that is a transmission component 
having material with a carbonitrided surface layer and a non-diffusible hydrogen 
content of at most 0.5 ppm. As Takemura '232 discloses the diffusible hydrogen 
content, and specifically details all of the other material contents, there is reason to 
believe, based on the detail to which the material composition is disclosed and does not 
include non-diffusible hydrogen that the non-diffusible hydrogen content of Takemura's 
material is zero. In accordance with In re Best, 562 F.2d 1252, 195 USPQ 430, 433 
(CCPA 1977): 

[W]here the Patent Office has reason to believe that a 
functional limitation asserted to be critical for establishing 
novelty in the claimed subject matter may, in fact, be an 
inherent characteristic of the prior art, it possesses the 
authority to require the applicant to prove that the subject 
matter shown to be in the prior art does not possess the 
characteristic relied on. 
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This "burden of rebutting [may be of] the PTO's reasonable assertion of 
inherency under 35 USC 102, or of prima facie obviousness under 35 USC 103" (195 
USPQ at 432). 

Accordingly, the burden is placed upon the applicant to prove that the 
limitation(s) in question is/are not (an) inherent characteristic(s) of the reference 
disclosure. 

Takemura '232 does not disclose a grain size number exceeding 10. 

Takemura '688 discloses a rolling bearing having a nitriding layer at a surface 
layer with an austenite grain size number of 11 or above (Col 5, line 59) for the purpose 
of forming ultra-fine crystal grains which retards cracking within the matrix (Col 5, lines 
42-55). 

Regarding the limitation that the nitriding layer is formed by a carbonitriding 
process, "[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability 
of a product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, the 
claim is unpatentable even though the prior product was made by a different process." 
In re Thorpe. 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Regarding claims 5-8, there is reason to believe, based on the similarity of 
(material, structure, etc.), that the functional limitation(s) of fracture stress may be (an) 
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inherent characteristic(s) of Takemura's material. In accordance with In re Best, 562 
F.2d 1252, 195 USPQ 430, 433 (CCPA 1977): 

[W]here the Patent Office has reason to believe that a 
functional limitation asserted to be critical for establishing 
novelty in the claimed subject matter may, in fact, be an 
inherent characteristic of the prior art, it possesses the 
authority to require the applicant to prove that the subject 
matter shown to be in the prior art does not possess the 
characteristic relied on. 

This "burden of rebutting [may be of] the PTO's reasonable assertion of 
inherency under 35 USC 102, or of prima facie obviousness under 35 USC 103" (195 
USPQ at 432). 

Accordingly, the burden is placed upon the applicant to prove that the 
limitation(s) in question is/are not (an) inherent characteristic(s) of the reference 
disclosure. 

Claims 5-8 and 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Takemura '232 in view of Takemura '688, further in view of Maeda et al (US Patent 
6,423,158). 

Takemura '232 and Takemura '688 disclose the claimed subject matter as 
described above, but do not explicitly disclose a tapered roller bearing having an inner 
ring, and outer ring and a tapered roller. 
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Maeda et al teaches a carbon itrided tapered roller bearing having an inner ring 
(13), an outer ring (15), and a tapered roller (16) in a transmission for the purpose of 
supporting both radial and trust loads. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the bearing of Takemura x 688 by using a tapered roller 
bearing as taught by Maeda, the motivation would have been to support both radial and 
thrust loads. 

Regarding claim 16, the selection of a known material for a particular purpose is 
not in itself patentable. It is within the level of ordinary skill in the art to select a 
material which is known for properties desirable to its intended use. 

Response to Arguments 

Applicant's arguments filed March 17, 2009 have been fully considered but they 
are not persuasive. Applicant's arguments fail to meet the burden of evidence required 
to overcome the presumption of inherency required by Best. 

Regarding applicant's argument that the '688 reference teaches away from 
carbonitriding, applicant references lines 52-56 of column 2. A review of the cited 
passage shows a discussion of a prior art document, pointing out a known problem 
which the invention of the '688 invention is intended to solve. Therefore the '688 
reference does not teach away from carbonitriding, as the product of the '688 reference 
contains carbonitrided elements. 



Application/Control Number: 10/787,221 Page 7 

Art Unit: 3656 

Regarding applicant's argument that no transmission having toothed wheels is 
disclosed by the prior art, absent any structural link between the toothed wheels and 
the claimed transmission component incorporated into the transmission, "incorporated 
into a transmission ... by means of toothed wheels" merely recites the intended 
environment and the body of the claim has no reliance on the intended use recitation. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JUSTIN KRAUSE whose telephone number is (571)272- 
3012. The examiner can normally be reached on Monday - Friday, 8:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Ridley can be reached on 571-272-6917. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Justin Krause/ 
Examiner, Art Unit 3656 
/Thomas R. Hannon/ 
Primary Examiner, Art Unit 3656 



